
As a patent attorney who previ-
ously worked in-house, I’ve pretty 
much seen it all: the good, the bad, 
and even the ugly. I’ve worked 
against the limitations of time and 
resources and with several outside 
law firms. Now that I am a patent 
attorney in private practice, I can 
honestly say I’ve seen both sides of 
the coin … and learned a few lessons 
along the way. Here is what being 
on both sides of the aisle (in-house 
& outside counsel) has taught me 
about how to better serve in-house 
counsel.

Cut to the Chase by Reversing 
the Order of Information

Large law firms tend to produce 
an equally large amount of paper-
work. In my experience as in-house 
counsel, it was not uncommon to 
receive a seemingly simple reporting 
of a USPTO Office Action that would 
total 10 pages or more. Most of that 
content is typical boilerplate lan-
guage and form letter content, much 
of it containing basic background 
that I would flip right past to get to 
the final two pages of actual legal 
analysis and recommended courses 
of action. Once you’ve established 
a working relationship and comfort 
level with your client in-house, it’s 

likely that they already know the 
basics of a filing or recurring matter, 
so all of the background information 
attorneys provide can sometimes be 
in the way of what in-house coun-
sel truly wants: clear and concise 
answers and next steps, delivered 
quickly.

To better serve your clients, con-
sider reversing the order of informa-
tion, and lead with the actionable 
information first. Open your memo 
or letter with a brief abstract of the 
letter’s larger intent, providing a 
quick breakdown of the next steps, 
recommended actions, due dates, 
and so on. You can always append 
background documents or relevant 

case law, if necessary. But cutting to 
the chase saves the client corpora-
tion time, billable hours, and work-
load—all of which further endears 
you to your client and will result in 
greater loyalty and more work in the 
long run.

Let the Client Lead the Dance

It’s typical, especially at larger 
firms, for attorneys to be working 
from templates and boilerplate that 
the firm has developed to create 
consistency and lessen the admin-
istrative burden of applying the law 
and serving the client. But rather 
than reflexively and rotely relying on 
such template documents to com-
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house lawyers you serve, you’ll end up with more work, longer-term relationships, 

and greater loyalty that is bound to bring in more work, referrals and clients.
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municate with your client, let the 
client establish the rules of engage-
ment. Assuming your firm’s meth-
odology matches the preferences of 
a busy in-house attorney can create 
friction and frustration.

Ask the client how they like to be 
communicated with. Some might 
want traditional paper trails, while 
others may be modernizing and want 
everything submitted electronically 
so it is more easily indexed and refer-
enced. Some want long, detailed let-
ters; others want brief memos. I once 
had to break it to outside counsel 
that I got into the habit of ignoring all 
of his hard work because it was too 
much, too often. Your client may be 
experiencing the same, and the ava-
lanche of paper may serve to annoy, 
not impress. Open a dialogue and go 
the extra mile to tailor your approach 
to match your client’s preferences.

Establish Formal Reporting 
Protocols and Timelines

Because so many client priori-
ties are time-bound, time is truly of 
the essence when serving in-house 
counsel. When working in-house, it 
was critical for me to receive prompt 
and proactive information from my 
outside firm. In patent law, a typi-
cal reporting of an office action has 
a 90-day response window before 
extension-filing fees are incurred. If 
our law firm took three to four weeks 
to process a notice before it ever hit 
my inbox, half of our response time 
would already be gone.

Rather than accepting delays and 
long lead times as a standard prac-
tice, I worked with my firm to create 
a process and protocols we could 
both agree and live up to. I offer 

such a timeline commitment to my 
in-house clients that I now serve 
from the outside. For example, once 
a report comes in from the patent 
office, we serve notice within one 
week to the client. Our recommen-
dations come within a week of that 
submission. Then we work together 
with the client to set standards for 
when the draft of the documenta-
tion and response paperwork will 
be complete, as many as four weeks 
prior to the response deadline, giv-
ing in-house counsel plenty of time 
to think strategically, respond judi-
ciously, and plan patiently. In short, 
don’t turn a three-month window 
into five weeks if you can expedite 
the first step and commit to a rea-
sonably rigid schedule thereafter.

Staff Up To Keep Up

Dealing with law firm staff turn-
over, working around planned and 
unplanned attorney absences, and 
being served by junior associates 
is part of the reality of working as 
in-house counsel. I understood that 
it wasn’t realistic to expect part-
ner-level commitment to all of our 
routine matters. But it was nice to 
have access to partners, and to have 
senior associates proactively looking 
to schedule strategy meetings with 
me and our in-house engineers and 
inventors. To the extent you can plan, 
try to allocate sufficient resources 
(both high-level and junior) at all 
times—even as emergencies come 
up—and make sure in-house coun-
sel has the strategic horsepower at 
his or her disposal, not just the legal 
manpower.

Again, consider discussing the 
client’s preferences openly and 

candidly. Ask in-house counsel if they 
feel your firm’s billable hours are bet-
ter spent making site visits (or video 
conferences nowadays) and inter-
viewing inventors and engineers, 
rather than preparing extensive 
amounts of paperwork that could 
overwhelm the client, or give them 
the impression that you are over-
charging. My experience has taught 
me that in-house counsel needs their 
outside representation to serve as 
an extension of the in-house team, 
not merely as a vendor of legal docu-
ment preparation and filing services.

Closing Thoughts

If you ask clients what they want, 
they will tell you. And if you can 
tailor your approach to match the 
preferences and demands of the in-
house lawyers you serve, you’ll end 
up with more work, longer-term rela-
tionships, and greater loyalty that is 
bound to bring in more work, refer-
rals and clients.

I consider the optimal relationship 
with in-house patent counsel to be 
one who has been in your shoes, 
knows the challenges and con-
straints, how to get the most out of 
your legal services budget, and most 
importantly, how to stay ahead of 
the competition.
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1,200 patents. He can be reached at 
jblesperance@remenicklaw.com.

December 9, 2020

Reprinted with permission from the December 9, 2020 edition of Corporate Counsel © 2020 ALM Media Properties, LLC. This article appears online only. All rights reserved.  
Further duplication without permission is prohibited. For information, contact 877-257-3382 or reprints@alm.com. # CC-12182020-471014

mailto:jblesperance@remenicklaw.com

